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DETAILED ACTION 

Specification 

1 . The amendment filed November 10, 2008 is objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: "migrating 
around". 

Applicant is required to cancel the new matter in the reply to this Office Action. 
Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 20-31 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The claim 20 includes the limitation "a plasma beam with a maximum density 
peak which migrates around said plasma beam discharge directional axes along a 
plane perpendicular to said plasma beam discharge directional axes". This limitation is 
not supported in the specification. The specification teaches that the maximum density 
(i.e. density peak) is in the axis A (see paragraphs 5, 1 1 , 45, and 46). Figure 1 clearly 



Application/Control Number: 1 0/759,61 1 Page 3 

Art Unit: 1792 

shows that the maximum density is at a distance 0.0. The arguments presented are 
clear, but raise the question that if the migration of the peak around the axis is known in 
the art why was the specification not written to fully disclose the migration? All the 
teaching in the specification has the maximum density on the beam axis. Furthermore, if 
this element were to be entered, it would not limit the claim because the migration is a 
function of the type of plasma and would be inherent in any art applied. 

The claim 20 also includes the limitation "the DC plasma discharge 
configuration". This limitation is not supported in the specification. The specification 
discloses a plasma discharge configuration. It is believed by the Examiner that such a 
limitation includes DC and RF power sources. Thus, the specification does not teach a 
DC power source only. If this is not the case then the Applicant must clearly state so 
and amend the specification to clearly teach that the power source is a DC power 
source. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 20-31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 20 recites the limitation "the DC plasma discharge" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
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obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

8. Claims 20, 22, 23, and 25-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Karner et al, US Patent 5,753,045, in view of Matsumoto, US Patent 
5,340,621. 

Karner et al teaches a vacuum treatment installation, comprising: a vacuum 
treatment chamber 10; a plasma discharge configuration in the chamber; a gas supply 
configuration 29 for supplying a carbon-, boron-, nitrogen-, hydrogen-, silicon- 
containing gas to the chamber; the DC plasma discharge configuration having a plasma 
beam directional axis (A) extending from a hot or cold cathode 14 to the anode 20, the 
plasma beam with a maximum density peak which migrates around said plasma beam 
discharge directional axes along a plane perpendicular to said plasma beam discharge 
directional axe (inherent in the function of the beam between the electrodes); at least 
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two deposition configuration mounted on support 24 facing each other for establishing 
a surface to be treated being positioned along a surface 24, said surface being exposed 
extending along a substantial section of said plasma beam directional axe, each area of 
said surface being exposed having a distance to the nearest of said plasma beam 
directional axis which is substantially shorter than said distance between said cathode 
and anode electrodes; a gas suction configuration 26 connected to the chamber; the 
gas supply configuration 29 and the gas suction configuration 26 being connected to the 
vacuum chamber such that a gas flow through the chamber is generated which is 
substantially parallel to said plasma beam directional axe (A); and a Helmholtz coil 
arrangement adapted to generate a magnetic field that is substantially parallel to the 
plasma beam direction axis. (Figure 3) The deposition configuration is stationary with 
respect to said plasma beam directional axis. 

Karner et al differs from the present invention in that Karner et al does not teach: 
at least two plasma beam discharge configurations, each having a distinct and 
independent pair of cathode and anode electrodes defining said plasma beam 
directional axes of said at least two plasma beam discharge configurations being one 
beside the other and mutually parallel and each generating a plasma beam, the 
distance between said cathode and anode electrodes of each of said pairs being 
substantially larger than the mutual distance of said parallel beam directional axes; or 
the at least one deposition configuration which is exposed to said at least two plasma 
beams as generated by said at least two plasma beam discharge configurations each 
area of said surface being exposed having a distance to the nearest of said at least two 
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plasma beam directional axes which is substantially shorter than said distance between 
said cathode and anode electrodes of said pairs. 

Matsumoto et al teaches a vacuum treatment installation that includes: a vacuum 
chamber 1 and at least two plasma beam discharge configurations 7, each having a 
distinct and independent pair of cathode 5 and anode 6 electrodes defining said plasma 
beam directional axes of said at least two plasma beam discharge configurations being 
one beside the other and mutually parallel and each generating a plasma beam, the 
distance between said cathode and anode electrodes of each of said pairs being 
substantially larger than the mutual distance of said parallel beam directional axes; and 
the at least one deposition configuration 19 which is exposed to said at least two 
plasma beams as generated by said at least two plasma beam discharge configurations 
each area of said surface being exposed having a distance to the nearest of said at 
least two plasma beam directional axes which is substantially shorter than said distance 
between said cathode and anode electrodes of said pairs. 
The motivation for add the second plasma beam discharge configuration to the 
apparatus of Karner et al is to increase the density of the plasma as taught by 
Matsumoto et al. Furthermore, it has been held in In re Harza (124 USPQ 378) that the 
duplication of parts is obvious. (See MPEP 2144) 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to add a second plasma beam discharge configuration to the 
apparatus of Karner et al as taught by Matsumoto et al. 

9. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Karner 
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et al and Matsumoto as applied to claims 20, 22, 23, and 25-31 above, and further in 
view of Okamoto, US Patent 6,017,396. 

Karner et al and Matsumoto et al differ from the present invention in that they do 
not teach that the deposition configuration is two parallel surfaces between two plasma 
discharge configurations. 

Okamoto teaches a deposition configuration that consists of two parallel surfaces 
15 between two plasma discharge configurations 11, 12. (Figures 2 and 3) 

The motivation for replacing the deposition configuration of Karner et al and 
Matsumoto et al with the deposition configuration of Okamoto is to enable the apparatus 
of Karner et al and Matsumoto et al to process two flat surfaces simultaneously as 
taught by Okamoto. Furthermore, it has been held that the simple substitution of one 
known element for another to obtain predictable results is obvious (see KSR 
International Co. v. Teleflex Inc.). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to replace the deposition configuration of Karner et al and 
Matsumoto et al with the deposition configuration of Okamoto. 
10. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Karner 
et al and Matsumoto as applied to claims 20, 22, 23, and 25-31 above, and further in 
view of David, US Patent 6,01 5,597. 

Karner et al and Matsumoto et al differ from the present invention in that they do 
not teach that the deposition configuration is configured as a powder capture surface. 

David teaches a deposition configuration configured as a powder capture surface 
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7. (Figure 1) 

The motivation for replacing the deposition configuration of Karner et al and 
Matsumoto et al with the deposition configuration of David is to enable the apparatus of 
Karner et al and Matsumoto et al to produce powder products as taught by David. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to replace the deposition configuration of Karner et al and 
Matsumoto et al with the deposition configuration of David. 

Response to Amendment 

1 1 . Applicant's arguments filed November 10, 2008 have been fully considered but 
they are not persuasive. In regard to the 112 1 st paragraph rejections were addressed 
above. 

12. Applicant's arguments, filed November 10, 2008, with respect to the 101 rejection 
have been fully considered and are persuasive. The 101 rejection has been withdrawn. 

Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrie R. Lund whose telephone number is (571) 272- 
1437. The examiner can normally be reached on Monday-Thursday (10:00 am - 9:00 
pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on (571) 272-1435. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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